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DETAILED ACTION 
Response to Amendment 

1 . This action is in response to the amendment dated 9/20/2007 in application 
10/707353. 

The objections to the use of parentheses in claims 1 , 6, and 19 are withdrawn in 
light of the amendments. 

Response to Arguments 

m 

2. Applicant's arguments with respect to claims 1-13 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Rejections - 35 USC § 101 

3. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 

Claims 14-22 are rejected under 35 U.S.C. 101 because the claimed invention is 
directed to non-statutory subject matter. Claims 14-22 define a machine-readable 
medium encoded with a computer program embodying functional descriptive material. 
However, the claim does not define a computer-readable medium or memory and is 
thus non-statutory for that reason (i.e., "When functional descriptive material is recorded 
on some computer-readable medium it becomes structurally and functionally 
interrelated to the medium and will be statutory in most cases since use of technology 
permits the function of the descriptive material to be realized" - Guidelines Annex IV). 
That is, the scope of the presently claimed machine-readable medium encoded with a 
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computer program can range from paper on which the program is written, to a program 
simply contemplated and memorized by a person. The examiner suggests amending 
the claim to embody the program on "computer-readable medium" or equivalent in order 
to make the claim statutory. Any amendment to the claim should be commensurate 
with its corresponding disclosure. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Sarbahikari et al. (US 5,477,264) in view of Watkins (US 6,859,609). 

Claim 1, Sarbadhikari teaches, in Fig. 11, a method comprising: 

• providing an video capturing device (CCD 1a) configured to receive an external input 
and to create an video signal, wherein the video capturing device includes a non- 
removable memory (35); and 

• storing an video processing program (24b) in the non-removable memory (35) of the 
video capturing device, wherein the video processing program is configured to be 
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transferred to a host computer and is further configured to be executed on the host 
computer (col. 11, lines 14-26, col. 8, lines 5-17). 
Sarbadhikari does not teach an audiovisual signal. 

Watkins teaches a recorder for recording audio and video signals (col. 4, lines 26-36). 
Therefore, it would have been obvious to one of ordinary skill in the art at the time the 
invention was made to have used the audio signal recording of Watkins with the method 
of Sarbadhikari in order to supplement a video signal, enabling an additional sensory 
dimension to the reproduction of a recorded scene. 

Claim 10, Sarbadhikari in view of Watkins teaches an audiovisual device comprising: 

• a processor (20 of Sarbadhikari) ; and 

• a removable memory (camera memory) having stored thereon an audiovisual 
processing program capable of being executed by a host computer in response to 
connecting the audiovisual device to the host computer, wherein the audiovisual 
processing program is capable of improving the quality of an audiovisual signal 
captured by the audiovisual device, and wherein the removable memory is further 
capable of storing the audiovisual signal (image data 24a, col. 1 1 , lines 14-26). 

Claim 2, Sarbadhikari in view of Watkins teaches the method of claim 1 , wherein the 
audiovisual capturing device is configured to transfer the audiovisual signal to the host 
computer, and wherein the audiovisual processing program is configured to process the 
audiovisual signal to improve the quality of the audiovisual signal if the audiovisual 
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processing program is executed on the host computer (col. 8, lines 41-44 of 
Sarbadhikari). 

Claim 3, Sarbadhikari in view of Watkins teaches the method of claim 1, wherein the 
audiovisual signal includes an image signal (image data 24a; col. 11, lines 19-20 of 
Sarbadhikari). 

Claim 4, Sarbadhikari in view of Watkins teaches the method of claim 1, further 

■ 

comprising copying the audiovisual processing program to a memory of the host 
computer via a connection (cable 38) of Sarbadhikari) between the audiovisual 
capturing device and the host computer (Fig. 1 1 , col. 1 1 , lines 14-26 or Sarbadhikari). 

Claim 5, Sarbadhikari in view of Watkins teaches the method of claim 1, wherein the 
audiovisual processing program is capable of optimizing the audiovisual signals stored 
in the non-removable memory (The embodiment taught in col. 11, lines 14-26 of 
Sarbadhikari is able to perform the functions taught in col. 7, lines 51-67 of 
Sarbadhikari). 

Claim 6, Sarbadhikari in view of Watkins teaches the method of claim 1 , further 
comprising: 

• copying the audiovisual processing program from the non-removable memory 
(computer memory) to a removable memory (camera memory); and 
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• transferring the audiovisual processing program from the audiovisual capturing 
device to the host computer via the removable memory, wherein the audiovisual 
processing program is configured to cause the host computer to execute the 
audiovisual processing program in response to the host computer receiving the 
audiovisual processing program (col. 11, lines 18-26). 

Claims 7 and 1 1 , Watkins teaches wherein the audiovisual device is comprises a digital 
camera (Fig. 2, col. 4, lines 54-56 of Watkins). 

Claims 8 and 12, Watkins teaches wherein the audiovisual device is comprises a digital 
recorder (col. 4, lines 26-27 of Watkins). 

Claim 9, Sarbadhikari in view of Watkins discloses substantially the claimed invention 
as set forth in the discussion for claim 9. Watkins does not disclose expressly wherein 
the audiovisual device is a digital pen. 

At the time of the invention, it would have been obvious to a person of ordinary 
skill in the art to configure the audiovisual device to be a digital pen. Applicant has not 
disclosed that configuring the audiovisual device to be a digital pen provides an 
advantage, is used for a particular purpose, or solves a stated problem. One of ordinary 
skill in the art, furthermore, would have expected Applicant's invention to perform 
equally well with either the digital camera or camcorder taught by Watkins or the 
claimed digital pen because all devices perform the same function of recording a 
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audiovisual signal. Therefore, it would have been obvious to modify Watkins to obtain 
the invention as specified in claim 9. 

Claim 13, Sarbadhikari in view of Watkins teaches the device of claim 10, wherein the 
removable memory comprises a read only memory (electrically erasable firmware 
memory 36, also known as EEPROM (Electrically Erasable Programmable Read Only 
Memory)). 

Claims 14-22 are analyzed as a machine readable medium having stored thereon 
instructions that if executed, result in the method of claims 1-9. 

Claims 23-31 are analyzed as an apparatus performing the method of claims 1-9. 

Conclusion 

6. Applicants amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Chia-Wei A. Chen whose telephone number is 571-270- 
1707. The examiner can normally be reached on Monday - Friday, 7:30 - 17:00 EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, NgocYen Vu can be reached on (571 ) 272-7320. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 

* 

For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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